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- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )^ Responsive to connmunication(s) filed on 04 January 2001 . 
2a)n This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-23 is/are pending in the application. 
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DETAILED ACTION 

1. This office action is responsive to communications filed 04 January 2001. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of 
this tide. 

3. Claims 20-23 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

The invention as disclosed in claims 20-23 is directed to non-statutory subject matter. The claimed 
invention as a whole must accomphsh a practical application. That is, it must produce a "useful, 
concrete and tangible resuh." (State Street Bank & Trust Co. v. Signature Financial Group Inc., 
149 F.3d at 1373, 47 USPQ2d at 1601-02.) 

Specifically, the claims are directed to a removable medium containing software 
configuration code, and is thus not necessarily tangibly embodied in a computer system. Thus, 
Applicants fail to disclose that the language is tangibly embodied and executed by a piece of 
hardware and that their functions have practical applications which produce useful, concrete, and 
tangible results under the State Street Formulation. 

On this basis, claims 20-23 are rejected under 35 U.S.C. § 101. 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See h re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir, 
1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 
USPQ 761 (CCPA 1982); In re Vogel, Ml F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re 
Thonngton, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patentmg ground ^ 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fuUy comply with 37 CFR 3.73(b). 

5. Claims 1-23 are provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-23 of copending Application No. 
09/631,081. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they are directed to substantially the same invention and recite only obvious 
differences which would have been obvious to one of ordinary skill in the at the time of invention. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Instant claim: 
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A later claim that is not patentably distinct from an earlier claim in a commonly owned patent is 
invaUd for obvious-type double patenting. In re Berg . 140 F.3d 1428, 1431, 46 USPQ2d 1226, 1229 
(Fed. Cir. 1998). A later patent claim is not patentably distince from an earlier patent claim if die 
later claim is obvious over, or anticipated by, the earlier claim. In re Longi . 759 F.2d at 896, 225 
USPQ at 651 (affirming a holding of obviousness-type double patenting because the claims at issue 
were obvious over claims in four prior art patents); In re Berg , 140 F.3d at 1437, 46 USPQ2d at 
1233 (Fed, Cir. 1998) (affirming a holding of obviousness-type double patenting where a patent 
application claim to a genus is anticipated by a patent claim to a species within that genus). 

Per claim 1: 

6. Claim 1 of Application 09/631,081 as shown in the table below contains every element of 
claim 1 of the instant application and as such anticipates claim 1 of the instant application. 



AppUcation 09/631,081 


Instant Application 


1 . A method of building a custom software 
configuration, comprising: 


1 . A method of building a custom software 
configuration, comprising: 


Receiving a plurality of requests for desired 
software configurations; 


Receiving a plurality of requests for desired 
software configurations; 


Identifying at least one baseline configuration 
corresponding to the desired software 
configurations; 


Identifj^ing at least one baseline configuration 
corresponding to the desired software 
configurations; 


Comparing the at least one baseline 
configuration with the desired software 
configurations; 


Comparing the at least one baseline 
configuration with the desired software 
configurations; 


Creating a set of changes based on the 
comparison wherein the set of changes are 
suitable for combining with the baseline 
configuration to generate the desired software 
configuration 


Creating a set of changes based on the 
comparison wherein the set of changes are 
suitable for combining with the baseline 
configuration to generate the desired software 
configuration 


Storing the at least one baseline configuration 
and set of changes on a removable medium, the 
removable medium suitable for loading a 
plurality of desired software configurations 
corresponding to the requested plurality of 


Storing the at least one baseUne configuration 
and set of changes on a removable medium, the 
removable medium suitable for loading a 
plurality of desired software configurations 
corresponding to the requested plmality of 



Application/Control Number: 09/754,739 Page 5 

Art Unit: 2124 



desired software configuratjons. | desired software configurations 



Claim 1 of the instant application is anticipated by claim 1 of Application 09/631,081 in that claim 1 
of the 09/631,081 application contains all the limitations of claim 1 of the instant application. Claim 
1 of the instant application therefore is not patentably distinct from the earher patent claim and as 
such is unpatentable for obvious-type double patenting. 



Per claim 6: 

7. Claim 6 of Application 09/ 631,081 as shown in the table below contains every element of 
claim 6 of the instant application and as such anticipates claim 6 of the instant application. 



AppUcation 09/631,081 


Instant Application 


6. A method of building a custom software 
configuration, comprising: 


6. A method of building a custom software 
configuration, comprising: 


Receiving a first request for a first desired 
software configuration and a second request for 
a second desired software configuration, the first 
desired software configuration being different 
than the second desired software configuration; 


Receiving a first request for a first desired 
software configuration and a second request for 
a second desired software configuration, the first 
desired software configuration being different 
than the second desired software configuration; 


Identifying at least one software configuration 
corresponding to at least one of the first desired 
software configuration and the second desired 
software configuration, wherein the at least one 
software configuration is suitable for generating 
the first desired software configuration and the 
second desired software configuration, and 


Identifying at least one software configuration 
corresponding to at least one of the first desired 
software configuration and the second desired 
software configuration, wherein the at least one 
software configuration is suitable for generating 
the first desired software configuration and the 
second desired software configuration, and 


Storing the software configuration on a 
removable medium, the removable medium 
suitable for loading the first desired software 
configuration and the second desired software 
configuration. 


Storing the software configuration on a 
removable medium, the removable medium 
suitable for loading the first desired software 
configuration and the second desired software 
configuration. 



Claim 6 of the instant application is anticipated by claim 6 of Application 09/631,081 in that claim 6 



of the 09/631,081 application contains aU the limitations of claim 6 of the instant application. Claim 



€1 ^ 
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6 of the instant application therefore is not patentably distinct from the earlier patent claim and as 
such is unpatentable for obvious-type double patenting. 



Per claim 11: 

8. Claim 11 of Application 09/631,081 as shown in the table below contains every element of 
claim 11 of the instant application and as such anticipates claim 11 of the instant application. 



AppUcation 09/631,081 


Instant Application 


1 1. A method of building a custom software 
configuration, comprising: 


11. A method of building a custom software 
configuration, comprising: 


Receiving a first request for a first desired 
software configuration and a second request for 
a secono uesireu soiLware conngurauon, iiic LLrat 
desired software configuration being different 
than the second desired software configuration; 


Receiving a first request for a first desired 
software configuration and a second request for 

a <sf»mnH HpcirpH <;oft*vx7iit*p rr>nfiont*5irion fhf* first 

desired software configuration being different 
than the second desired software configuration; 


Identifying at least one baseline configuration 
corresponding to at least one of the first desired 
software configuration and the second desired 
software configuration; 


Identifying at least one baseline configuration 
corresponding to at least one of the first desired 
software configuration and the second desired 
software configuration; 


Comparing the at least one baseline 
configuration with the first desired software 
configuration and the second desired software 
configuration 


Comparing the at least one baseline 
configuration with the first desired software 
configuration and the second desired software 
configuration 


Creating a set of changes based on the 
comparison wherein the set of changes are 
suitable for combining with the at least one 
baseline configuration to generate the first 
desired software configuration and the second 
desired software configuration, and 


Creating a set of changes based on the 
comparison wherein the set of changes are 
suitable for combining with the at least one 
baseline configuration to generate the first 
desired software configuration and the second 
desired software configuration, and 


Storing the at least one baseline configuration 
and set of changes on a removable medium, the 
removable medium suitable for loading the first 
desired software configuration and the second 
desired software configuration. 


Storing the at least one baseline configuration 
and set of changes on a removable medium, the 
removable medium suitable for loading the first 
desired software configuration and the second 
desired software configuration. 
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Claim 11 of the instant application is anticipated by claim 11 of Application 09/631,081 in that claim 
11 of the 09/631,081 application contains all the limitations of claim 11 of the instant application. 
Claim 1 1 of the instant application therefore is not patentably distinct from the earlier patent claim 
and as such is unpatentable for obvious-type double patenting. 



Pet claim 16: 

9. Claim 16 of Application 09/631,081 as shown in the table below contains every element of 
claim 16 of the instant application and as such anticipates claim 16 of the instant application. 



Application 09/631,081 


Instant Application 


16. A method of building a custom software 
configuration, comprising: 


16. A method of building a custom software 
configuration, comprising: 


Receiving a first customer order for a first 
information handling system and a second 
customer order for a second information 
handling system, the first customer order 
including a first list of hardware configuration 
components and a first list of software 
configuration components and the second 
customer order including second list of hardware 
configuration components and a second list of 
software configuration components, wherein at 
least one of the first list of hardware 
configuration components is different from the 
second list of hardware configuration 
components, and the first list of software 
configuration components is different from the 
second list of software configuration 
components; and 


Receiving a first customer order for a first 
information handling system and a second 
customer order for a second information 
handling system, the first customer order 
including a first list of hardware configuration 
components and a first list of software 
configuration components and the second 
customer order including second list of hardware 
configuration components and a second list of 
software configuration components, wherein at 
least one of the first Kst of hardware 
configuration components is different from the 
second list of hardware configuration 
components, and the first list of software 
configuration components is different from the 
second list of software configuration 
components; and 


Storing at least one software configuration on a 
removable medium, the at least one software 
configuration suitable for loading at least one of 
the first list of software configuration 
components and the second list of software 
configuration components onto at least one of 


Storing at least one software configuration on a 
removable medium, the at least one software 
configuration suitable for loading at least one of 
the first list of software configuration 
components and the second list of software 
configuration components onto at least one of 
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the first information handling system and the 
second information handling system. 



the first information handling system and the 
second information handling system. 



Claim 16 of the instant application is anticipated by claim 16 of Application 09/631,081 in that claim 
16 of the 09/631,081 application contains all the limitations of claim 16 of the instant application. 
Claim 16 of the instant application therefore is not patentably distinct from the earlier patent claim 
and as such is unpatentable for obvious-type double patenting. 



Per claim 20: 

10. Claim 20 of Application 09/631,081 as shown in the table below contains every element of 
claim 20 of the instant application and as such anticipates claim 20 of the instant application. 



AppUcation 09/631,081 


Instant Application 


20. A removable medium having machine 
readable instructions stored thereon for 
computer implemented execution, comprising: 


20. A removable medium, comprising: 


A software library, including: 


A software library, including: 


A first software configuration corresponding to a 
first customer order for a first information 
handling system, the first customer order 
including a first list of hardware configuration 
components and a first list of software 
configuration components, the first software 
configuration suitable for loading on the first 
information handling system; and 


A first software configuration corresponding to a 
first customer order for a first information 
handling system, the first customer order 
including a first list of hardware configuration 
components and a first list of software 
configuration components, the first software 
configuration suitable for loading on the first 
information handling system; and 


A second software configuration corresponding 
to a second customer order for a second 
information handling system, the second 
customer order including a second Ust of 
hardware configuration components and a 
second list of software configuration 
components, the second software configuration 
suitable for loading on the second information 
handling system; and 


A second software configuration corresponding 
to a second customer order for a second 
information handling system, the second 
customer order including a second list of 
hardware configuration components and a 
second list of software configuration 
components, the second software configuration 
suitable for loading on the second information 
handling system; and 


Wherein at least one of the first list of hardware 


Wherein at least one of the first list of hardware 
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configuration components is different from the 
second list of hardware configuration 
components and the first list of software 
configuration components is different from the 
second list of software configuration 
components so that the first software 
configuration is unsuitable for loading software 
configuration components on the second 
information handling system. 



configuration components is different from the 
second list of hardware configuration 
components and the first list of software 
configuration components is different from the 
second Hst of software configuration 
components so that the first software 
configuration is unsuitable for loading software 
configuration components on the second 
information handling system. 



Claim 20 of the instant application is anticipated by claim 20 of Application 09/631,081 in that claim 
20 of the 09/631,081 application contains all the limitations of claim 20 of the instant application. 
Claim 20 of the instant application therefore is not patentably distinct from the earlier patent claim 



and as such is unpatentable for obvious-type double patenting. 



Per claims 2-5, 7-10, 12-15, 17-19 and 21-23: 

11. Claims 2-5, 7-10, 12-15, 17-19 and 21-23 of die instant application are further anticipated by 
claims 2-5, 7-10, 12-15, 17-19 and 21-23, respectively, of U.S. Patent 6,233,731 in tiiat claims 2-5, 7- 
10, 12-15, 17-19 and 21-23 of the 6,233,731 patent contains all the limitations of claims 2-5, 7-10, 
12-15, 17-19 and 21-23, respectively, of the instant application. Claims 2-5, 7-10, 12-15, 17-19 and 
21-23 of the instant application are therefore not patentably distinct from the earlier patent claims 
and as such are unpatentable for obvious-type double patenting. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Trent J Roche whose telephone number is (703)305-4627. The examiner can 
normally be reached on Monday - Friday, 9:00 am - 6:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kakali Chaki can be reached on (703)305-9662. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toU-free). 



Trent J Roche 
Examiner 
Art Unit 2124 
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